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Overview 
Trade marks, passing off and consumer protection law 

- Registered Trade Marks: Grounds of refusal (registrability issue) 
- Unregistered Trade Marks: Tort of passing off and ACL s 18 
- Registered Trade Marks: Infringement 
- Registered Trade Marks: Defences 
- Registered Trade Marks: Loss of Rights 

 
Patents 

- Grant of patent requirements: manner of manufacture, novelty, inventive step, utility, secret use  
- Rights: Ownership and Exploitation 
- Liabilities: Infringement and Defences 
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Dilution (EU and USA) 
 For dilution, there are at least 3 possibilities relevant to this case, each defined by a different 

underlying concern: Ty, Inc v Perryman, 306 F 3d 509 (7th Cir, 2002) 
 First, there is concern that consumer search costs will rise if a trademark becomes associated 

with a variety of unrelated products. So, ‘blurring’ is one form of dilution. 
 Because of the inveterate tendency of the human mind to proceed by association, tarnishment 

is a second form of dilution.  
 Third, and most far-reaching in its implications for the scope of the concept of dilution, there is 

a possible concern with situations in which, though there is neither blurring nor tarnishment, 
someone is still taking a free ride on the investment of the trademark owner in the trademark. 

 
Justifications for trade mark registration 

 The main justification is that the Register acts as a valuable source of public information as to the 
signs that are protected in a given commercial sphere, and matters such as initial ownership and 
subsequent assignments of marks. Thus, for a trade mark register to perform its function effectively 
it must reflect as accurately as possible the marks that enjoy legal protection so that those 
consulting the register can rely on the information it conveys.  

 The problem, however, is that not requiring the registration of marks—that is, allowing passing off 
and the registered trade mark system to operate side by side—undermines the information 
function of the Register.  
 A trader consulting the Register will only ever gain a partial sense of what signs are protected. 

 
1.2. Tests for passing off/contravention of the statutory prohibition on engaging in misleading or 

deceptive conduct 
 A person must not, in trade or commerce, engage in conduct that is misleading or deceptive or is 

likely to mislead or deceive: Competition and Consumer Act 2010 (Cth), Sch 2 (‘Australian 
Consumer Law’), s 18 

The Advocaat Test 
 There are five characteristics which must be present in order to create a valid cause of action for 

passing off: Erven Warnink BV v J Townend & Sons Ltd [1979] AC 731 
1. A misrepresentation; 
2. Made by a trader in the course of trade; 
3. To prospective customers of his or ultimate consumers of goods or services supplied by him; 
4. Which is calculated to injure the business or goodwill of another trader (in the sense that this is 

a reasonably foreseeable consequence); and 
5. Which causes actual damage to a business or goodwill of the trader by whom the action is 

brought or (in a quia timet action) will probably do so. 
 
The Reckitt & Colman Test 

 There are three elements that the plaintiff in an action for passing off has to prove: Reckitt & 
Colman Products Ltd v Borden Inc [1990] 1 WLR 491 
1. He must establish a goodwill or reputation attached to the goods or services which he supplies 

in the mind of the purchasing public by association with the identifying ‘get-up’ (whether it 
consists simply of a brand name or a trade description, or the individual features of labelling or 
packaging) under which his particular goods or services are offered to the public, such that the 
get-up is recognised by the public as distinctive specifically of the plaintiff’s goods or services; 

2. He must demonstrate a misrepresentation by the defendant to the public (whether or not 
intentional) leading or likely to lead the public to believe that goods or services offered by him 
are the goods or services of the plaintiff; 

3. He must demonstrate that he suffers or, in a quia timet action, that he is likely to suffer 
damage by reason of the erroneous belief engendered by the defendant’s misrepresentation 
that the source of the defendant’s goods or services is the same as the source of those offered 
by the plaintiff. 
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4. Absolute Grounds of Refusal 
4.1. Distinctiveness 
A. The statutory test 
 An application for the registration of a trade mark must be rejected if the trade mark is not capable 

of distinguishing the applicant's goods or services in respect of which the trade mark is sought to be 
registered (the designated goods or services) from the goods or services of other persons: TMA s 
41(1)24 
 A trade mark is taken not to be capable of distinguishing the designated goods or services from 

the goods or services of other persons only if either subsection (3) or (4) applies to the trade 
mark: TMA s 41(2) 

 This subsection applies to a trade mark if: TMA s 41(3) 
a. the trade mark is not to any extent inherently adapted to distinguish the designated goods or 

services from the goods or services of other persons; and 
b. the applicant has not used the trade mark before the filing date in respect of the application to 

such an extent that the trade mark does in fact distinguish the designated goods or services as 
being those of the applicant. 

 This subsection applies to a trade mark if: TMA s 41(4) 
a. the trade mark is, to some extent, but not sufficiently, inherently adapted to distinguish the 

designated goods or services from the goods or services of other persons; and 
b. the trade mark does not and will not distinguish the designated goods or services as being 

those of the applicant having regard to the combined effect of the following: 
(i) the extent to which the trade mark is inherently adapted to distinguish the goods or 

services from the goods or services of other persons; 
(ii) the use, or intended use, of the trade mark by the applicant; 
(iii) any other circumstances. 

 
B. The test for ‘inherent adaptation to distinguish’ [STEP 1] 
 The question is whether the mark, considered quite apart from the effects of registration, is such 

that by its use the applicant is likely to attain his object of thereby distinguishing his goods from the 
goods of others: Clark Equipment Co v Registrar of Trade Marks 
 It is not whether the mark will be adapted to distinguish the registered owner’s goods if it be 

registered and other persons consequently find themselves precluded from using it: Clark 
Equipment Co v Registrar of Trade Marks 

 The applicant’s chance of success in this respect (i.e. in distinguishing his goods by means of the 
mark, apart from the effects of registration) will largely depend upon whether other traders are 
likely, in the ordinary course of their businesses and without any improper motive, to desire to 
use the same mark, or some mark nearly resembling it, upon or in connexion with their own 
goods: Clark Equipment Co v Registrar of Trade Marks 

 In Clark Equipment Co v Registrar of Trade Marks, the case involved an attempt to register 
MICHIGAN for earth-moving equipment. 

 It is tested by reference to the likelihood that other persons, trading in goods of the relevant kind 
and being actuated only by proper motives—in the exercise, that is to say, of the common right of 
the public to make honest use of words forming part of the common heritage, for the sake of the 
signification which they ordinarily possess—will think of the word and want to use it in connexion 
with similar goods in any manner which would infringe a registered trade mark granted in respect 
of it: Clark Equipment Co v Registrar of Trade Marks test [after establishing ordinary signification] 

 It is clear that words (ordinary or technical) which are descriptive of the character or quality of the 
goods are not inherently adapted to distinguish: Burger King Corporation v Registrar of Trade 
Marks 
 In Burger King Corporation v Registrar of Trade Marks, the case involved ‘Whopper’ as 

descriptive of large hamburgers. 

                                                           
24 http://classic.austlii.edu.au/au/legis/cth/consol_act/tma1995121/s41.html  
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 It is the absence of association and signification that accounts for invented words often being found 
to be inherently adapted to distinguish a trader’s product: Kenman Kandy Australia Pty Ltd v 
Registrar of Trade Marks 
 Signs that are descriptive of the character or quality of the relevant goods or which use a 

geographical name in connection with them cannot be inherently distinctive because the words 
have significations or associations that invite confusion and because registration of a trade 
mark using such words would preclude the use by others whose goods have similar qualities or 
which have a connection with the relevant areas: Kenman Kandy Australia Pty Ltd 

 Determining whether a trade mark is ‘inherently adapted to distinguish’ requires consideration of 
the ‘ordinary signification’ of the words proposed as trade marks to any person in Australia 
concerned with the goods to which the proposed trade mark is to be applied: Cantarella Bros Pty 
Ltd v Modena Trading Pty Ltd 
 Once the ‘ordinary signification’ of a word, English or foreign, is established an enquiry can 

then be made into whether other traders might legitimately need to use the word in respect of 
their goods: Cantarella Bros Pty Ltd v Modena Trading Pty Ltd 

 In Cantarella Bros Pty Ltd v Modena Trading Pty Ltd, the issue before the High Court was 
whether Cantarella’s registration of two trade marks in relation to coffee, ORO and CINQUE 
STELLE (the Italian words for ‘gold’ and ‘five stars’, respectively), should be cancelled on the 
basis that the marks were insufficiently inherently adapted to distinguish at their filing dates. 
Decision: Cantarella is correct in submitting that the inherent adaptability of a trade mark 
consisting of a word (including a foreign word) is to be tested by checking the ordinary meaning 
(that is, the ‘ordinary signification’) of the word to anyone ordinarily purchasing, consuming or 
trading in the relevant goods, characterised by Cantarella as ‘the target audience’. 

 
Ultimate test? Kenman Kandy; Cantarella  

 Once the ‘ordinary signification’ of the mark is determined, and once it is asked whether other 
traders would wish to use that sign for the sake of its ordinary signification, it is only if it can be said 
that there is little or no likelihood or possibility that other traders would wish to use the sign 
(because the only signification of the sign is that it is, for example, invented, arbitrary or allusive) 
that the mark will be sufficiently inherently adapted to distinguish. 

 If applying the Clark Equipment and Cantarella test results in the answer that there is a likelihood 
that other traders would wish to use the sign for the sake of its ordinary signification, this does not 
necessarily mean that the mark is not ‘inherently adapted to distinguish’.  

 Rather, there is a further issue that needs to be addressed: what is the degree of that likelihood? 
 

C. Under which subsection of s 41 does the mark fall to be considered? Some examples 
Descriptive and laudatory terms 

 In deciding whether a word is inherently descriptive, the Court may consider evidence of the use of 
the word in the particular trade: Telstra Corporation Ltd v Phone Directories Co Pty Ltd 
 In Telstra Corporation Ltd v Phone Directories Co Pty Ltd, if it is correct to find that the 

YELLOW mark signified print and online directories to the consumers of these goods and 
services, then the mark would be merely descriptive of the goods and services and not 
inherently adapted to distinguish in the same way as the examples of descriptive words for 
print and online directories given by Telstra of business directories, advertising directories and 
classified directories are merely descriptive. The YELLOW mark is not entitled to monopoly 
conferred by registration if the evidence establishes that because of the use of the colour 
yellow, with or without the word yellow, consumers and traders understood the word yellow 
to signify print and online directories. 

 A consideration of what persons in the trade or other traders might want to do includes, at least in 
the ordinary case, a consideration of the views of consumers of the relevant goods or services 
because the perceptions of traders in goods and services will be based on, or strongly influenced 
by, the perceptions of the consumers of those goods and services: Telstra Corporation Ltd v Phone 
Directories Co Pty Ltd 
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 In Telstra Corporation Ltd v Phone Directories Co Pty Ltd, evidence of other traders using the 
word yellow or the colour yellow in connection with their print and online directories could be 
evidence of the ordinary signification of the YELLOW mark and of the fact that other traders 
might want to use the word to describe their goods or services. The public saw the colour 
yellow as synonymous with business directories and yellow was seen by other traders as the 
standard colour for business directories. 

 
Geographical terms 

 It is well settled that a geographical name, when used as a trade mark for a particular category of 
goods, may be saved by the nature of the goods or by some other circumstance from carrying its 
prima facie geographical signification, and that for that reason it may be held to be adapted to 
distinguish the applicant’s goods: Clark Equipment Co v Registrar of Trade Marks 
 Where that is so, it is because to an honest competitor the idea of using that name in relation 

to such goods or in such circumstances would simply not occur: Clark Equipment 
 The consequence is that the name of a place or of an area, whether it be a district or a county, 

a state or a country, can hardly ever be adapted to distinguish one person’s goods from the 
goods of others when used simpliciter or with no addition save a description or designation of 
the goods, if goods of the kind are produced at the place or in the area or if it is reasonable to 
suppose that such goods may in the future be produced there: Clark Equipment 

 In Clark Equipment Co v Registrar of Trade Marks, there is no evidence that any other 
manufacturer produces similar goods in Michigan at present, but it is a matter of common 
knowledge that in the State there are important manufacturing centres, and it is well within 
the bounds of reason to suppose that persons other than the appellant may in the future 
produce there goods similar to some or all of the goods comprised in the category for which 
the appellant now seeks trade mark registration. Obiter: There are only two circumstances 
which may be considered as tending to diminish the normal likelihood that another 
manufacturer of (for example) power cranes in Michigan, sending his goods to Australia, may 
fairly wish to use the word Michigan in respect of them in this country in a manner which a 
trade mark registration would prevent. One circumstance: it is that the word has at present a 
reputation here as referring specifically to the appellant’s goods. The other: it is that in the 
United States the appellant has obtained registration of the word MICHIGAN as a trade mark in 
respect of such goods as those described in its present application. 

 The probability that some competitor, without impropriety, may want to use the name of a place 
on their goods must ordinarily increase in proportion to the likelihood that goods of the relevant 
kind will in fact emanate from that place: Clark Equipment Co v Registrar of Trade Marks 
 In Yarra Valley Dairy Pty Ltd v Lemnos Foods Pty Ltd, Middleton J considered PERSIAN FETTA to 

be not to any extent inherently adapted to distinguish. Even though ‘Persia’ is not the current 
name of a geographical area, its ongoing geographical significance is such that other traders 
would have a legitimate interest in wanting to describing their Iranian-sourced cheese, or a 
style of cheese derived from cheese produced in Iran, by reference to such a term. 

 
Foreign words 

 Establishing the ‘ordinary signification’ of a trade mark consisting of a word is just as critical if the 
word is to be found in a dictionary of a foreign language: Cantarella Bros Pty Ltd v Modena Trading 
 This is particularly so when an objection to registrability is based on an assertion that the mark 

is not an invented word because it makes direct reference to the character or quality of the 
goods in question: Cantarella Bros Pty Ltd v Modena Trading Pty Ltd 

 It is not the meaning of a foreign word as translated which is critical, although it might be 
relevant, but rather what is critical is the meaning conveyed by a foreign word to those who 
will be concerned with the relevant goods: Cantarella Bros Pty Ltd v Modena Trading Pty Ltd 

 In relation to a word mark, English or foreign, ‘inherent adaption to distinguish’ requires 
examination of the word itself, in the context of its proposed application to particular goods in 
Australia: Cantarella Bros Pty Ltd v Modena Trading Pty Ltd 
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 In MID Sydney Pty Ltd v Australian Tourism Co Ltd (1998) 90 FCR 236, the Full Federal Court held 
that in determining whether services are similar, the same principles used to determine whether 
goods are similar should apply. In that case it was held that ‘property management services’ were 
not similar to ‘hotel management services’. Although it was recognised that running a hotel might 
involve the performance of some services that unquestionably fall under the rubric of ‘property 
management’, as when a large hotel leases out, maintains and manages retail space, such activities 
were considered to be purely incidental to the principal activity of running a hotel, and were thus 
discounted. 

 
‘Closely Related’ Goods and Services 

 There must be some other form of relationship between the services covered by one mark and the 
goods covered by another to enable the goods or services in question to be described as ‘closely 
related’: Registrar of Trade Marks v Woolworths Ltd 
 In Registrar of Trade Marks v Woolworths Ltd, apposite to the present case is the question 

whether a retailer of various classes of goods provides a service to customers which warrants 
the description of the goods for sale as ‘closely related goods’ in respect of that service. 

 The relationships may, and perhaps in most cases will, be defined by the function of the service 
with respect to the goods. Services which provide for the installation, operation, maintenance 
or repair of goods are likely to be treated as closely related to them: Registrar of Trade Marks 
v Woolworths Ltd 

 Whether any resemblance between different trade marks for goods and services renders them 
deceptively similar will depend upon the nature and degree of that resemblance and the 
closeness of the relationship between the services and the goods in question: Registrar of 
Trade Marks v Woolworths Ltd 

 The Registrar or a judge on appeal from the Registrar could determine in a particular case that, 
given the limited degree of resemblance between the relevant marks he or she could not be 
satisfied, no matter how closely related the goods and services concerned, that the use of the 
applicant’s marks would be likely to deceive or to cause confusion: Registrar of Trade Marks v 
Woolworths Ltd 

 [The] likelihood of confusion on the part of the public must be appreciated globally, taking into 
account all factors relevant to the circumstances of the case: Case C-342/97, Lloyd’s Schuhfabrik 
Meyer GmbH v Klijsen Handel BV (comparative law) 
 That global assessment implies some interdependence between the relevant factors, and in 

particular a similarity between the trade marks and between the goods or services covered. 
Accordingly, a lesser degree of similarity between those goods or services may be offset by a 
greater degree of similarity between the marks, and vice versa: Case C-342/97, Lloyd’s 
Schuhfabrik Meyer GmbH v Klijsen Handel BV 

 For the purposes of that global appreciation, the average consumer of the category of products 
concerned is deemed to be reasonably well-informed and reasonably observant and 
circumspect… However, account should be taken of the fact that the average consumer only 
rarely has the chance to make a direct comparison between the different marks but must place 
his trust in the imperfect picture of them that he has kept in his mind: Case C-342/97, Lloyd’s 
Schuhfabrik Meyer GmbH v Klijsen Handel BV 

 In order to assess the degree of similarity between the marks concerned, the national court 
must determine the degree of visual, aural or conceptual similarity between them and, where 
appropriate, evaluate the importance to be attached to those different elements, taking 
account of the category of goods or services in question and the circumstances in which they 
are marketed: Case C-342/97, Lloyd’s Schuhfabrik Meyer GmbH v Klijsen Handel BV 

 
C. Honest concurrent use, prior continuous use and other circumstances 
 If the Registrar in either case is satisfied: TMA s 44(3) 

(c) that there has been honest concurrent use of the 2 trade marks; or 
(d) that, because of other circumstances, it is proper to do so; 
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10. Utility, Secret Use and the Specification 
10.1. Preliminary points 
 Following the Raising the Bar Act, utility and secret use are now to be considered during 

examination: PA, ss 45, 98, 101G, 101M. 
 Prior to the Raising the Bar Act, the test for determining the priority date under s 43 was whether 

the claim was ‘fairly based’ on what was disclosed in the document identified by the applicant as 
their priority document. The Raising the Bar Act introduced a new test for priority in s 43(2)-(2A): 
whether the priority document ‘discloses the invention in the claim in a manner which is clear 
enough and complete enough for the invention to be performed by a person skilled in the relevant 
art’. See also PR, regs 3.12-3.13E. 

 There is also limited opportunity to amend the specification to ensure all relevant information is 
disclosed on filing of the provisional application or standard application if there is no provisional: 
PA, s 102. 

 
10.2. Utility 
 ‘Is useful’: Patents Act s 18(1)(c) (patents), s 18(1A)(c) (innovation patents) 

Meaning of useful 
 For the purposes of this Act, an invention is taken not to be useful unless a specific, substantial and 

credible use for the invention (so far as claimed) is disclosed in the complete specification: Patents 
Act s 7A(1)73 

 The disclosure in the complete specification must be sufficient for that specific, substantial and 
credible use to be appreciated by a person skilled in the relevant art: Patents Act s 7A(2) 

A. General standard 
 The question is whether the invention as claimed does not attain the result promised for it by the 

patentee: Rescare Ltd v Anaesthetic Supplies Pty Ltd  
 In cases of ‘ambiguity’, it is not necessary to show utility is achieved in every case: Rescare 

 In Rescare Ltd v Anaesthetic Supplies Pty Ltd, this case involved a patent claiming a device for the 
treatment of snoring sickness, or sleep apnoea. Rescare instituted infringement proceedings and 
Anaesthetic Supplies counterclaimed for invalidity on a range of grounds, including lack of 
usefulness. 
 Judgment: The ground of inutility is not concerned with the question of whether, in the present 

case, the apparatus to be used by following the directions in the Patent would not be 
commercially viable; rather, the question is whether the invention as claimed does not attain 
the result promised for it by the patentee… In the present case, whilst claim 1 and some of the 
dependent claims do not claim an apparatus including a blower (an absence relied upon by the 
respondent) this does not mean that there is a lack of utility. The need for a particular air 
source would be apparent to the skilled addressee. If it be necessary, resort to the body of the 
specification shows that the air supply in a preferred form consists of a high volume air pump 
and one particular proprietary product is described as having been found to be ideal… It must 
[be] borne in mind that it is not the task of the claims to teach the application of the invention; 
the task of the claims is to define the invention and mark out the area of the monopoly. Claims 
should not be construed in a way which the skilled addressee would appreciate would lead to 
unworkability. The Court should be reluctant to place a construction upon a claim so as to 
include embodiments which to the qualified reader would appear useless… It is not necessary 
to show utility that the promise be fulfilled in every case. On the evidence, the claimed 
invention plainly is of considerable practical utility in the treatment of substantial numbers of 
persons who are ‘patients’ within the meaning of claim 1… There was said also to be ambiguity, 
associated with inutility, in the use of the term ‘nasal passages’ in claim 1. In the body of the 
complete specification the phrase is used ‘occlusion of the upper air passage’. If the phrase be 
ambiguous, then it is to be read as identifying the upper air passages spoken of in the body of 
the specification. 

                                                           
73 http://www.austlii.edu.au/cgi-bin/viewdoc/au/legis/cth/consol_act/pa1990109/s7a.html  


