
  Business Reputation 
 

1) Passing Off (tort) 
2) Australian Consumer Law 

 

Passing off 
 
USE Passing off to protect unregistered trademark, ONCE you have 
developed a business reputation.  

 
Elements:  

1. business reputation or goodwill possessed by the plaintiff 
2. deceptive conduct / misrepresentation by the defendant in the 

course of trade 
3. actual or possible damage to the plaintiff resulting from that 

conduct 
 

STEP 1: Plaintiff has an established Business Reputation. 
 

i. SAY: In order to make out tort of passing off Plaintiff MUST show 
they have a Business Reputation in the AUS marketplace (ConAgra 
v Mccain) 
 

ii. NEED to show that ‘not insignificant’ number of Australians would 
be misled or deceived (even if confined to a particular segment of 
the target market) Bickfords  

 
iii. IF CAN’T SHOW BUSINESS REP: Take action under S 18 ACL 

as able to attack misleading conduct without proving business 
reputation … 

 
iv. If it is a foreign trader THEN…  

a. Not necessary for physical presence in Aus BUT 
b. MUST establish that there are a substantial number of people 

IN Australia (residents or visitors) who are aware of the plaintiff’s 
product: ConAgra 

i. Consider media exposure: ConAgra, Bickfords. 
 

c. AND ‘not insignificant’ number of Australians would be misled 
or deceived: Bickfords.  



 
 

Case Facts Issue Why?  
ConAgra v 
McCain 

McCain’s 
marketing D went 
to the US and got 
idea for ‘healthy 
choice’ frozen 
meals 

Foreign trader 
 
Could a US 
trader show they 
had a reputation 
in the Aus 
marketplace? 
= NO!  

o Not necessary for 
physical presence in 
Aus 

o COULD have been 
through media 
exposure etc (US 
mags with 
advertising for 
Conagra)   

o BUT need to show 
that there are a 
substantial number 
of people in Australia 
(residents or visitors) 
who are aware of the 
plaintiff’s product 

o Such that a sufficient 
number would be 
deceived by use of 
the healthy choice 
title. 

o  ConAgra was 
unsuccessful in 
arguing that they 
had a reputation in 
Australia, despite 
having plans to enter 
the market 

Bickfords  “Monster 
Energy” drink in 
US but not been 
sold in AUS.  
 
 

Foreign trader 
Could a US 
trader show they 
had a reputation 
in the Aus 
marketplace? 
 
 

o Sufficient that a ‘not 
insignificant’ 
number of 
Australians would 
be misled or 
deceived - even if 
confined to a 
particular segment 
of the target 
market. 

 



o Indirect marketing 
campaign can be 
taken into account.  

 
STEP 2: Has been misrepresentation/deceptive conduct  

i. Deceptive conduct =  
a. D passing off its goods as being those of the plaintiff  
b. D misrepresenting the plaintiff’s goods to be its own  

a. D must make it obvious enough origin of their product 
otherwise = misrepresentation (Jiff Lemon Case) 

c. Representation of some other false connection 
a. “Sail as close as possible to the wind” in order to “cash in” 

on the reputation of X (SA Brewing)  
b. BUT there is no tort of “unfair competition”, so you need to 

show that their deceptive conduct is a misrepresentation.  
 

i i . Q of F: 
d. ASK: Would an ordinary or reasonable consumer be mislead or 

deceived in some way? 
e. CONSIDER:  

a. Similarities in getup  
a. Manner in which the goods/services are marketed 
b. How brand and price conscious consumers are  
c. Expense of the product (ordinary consumers think harder about 

something that is more $$)  
d. Time available for consumer selection 

 
 
Case Facts Issue Was it 

passing 
off?  

Why?  

Jiff Lemon 
Case 

P sold lemon 
juice in plastic 
lemon-shaped 
containers for 
many years 
 
D started 
selling juice in 
similar 
containers. 
Differences:  

Misrepresentation 
as to origin/trade 
source 
 
(No design 
registration over 
the lemon bottle 
here)   

YES 
 
Granted 
an 
injunction.  

Had well 
established 
reputation 
for Jiff 
Lemon 
bottles, and 
the origin of 
the 
ReaLemon 
wasn’t 
obvious 



 
 
 

STEP 3: There is actual/potential damage to the P 
i. Loss of: 

a.  Trade  
i. Devaluation of reputation as a result of inferior 

products being marketed 
b. Opportunity 

i. To exploit reputation (eg in character merchandising 
cases) 

ii. To expand business 
 

STEP 4: Remedies Available  
i. Injunction 
ii. Damages/Account of Profits 
iii. Exemplary damages possible  

a. to punish a defendant whose conduct has been: 
i. high-handed 
ii. insolent 
iii. vindictive 
iv. malicious  
v. in disregard of the plaintiff's rights  

 
  

o Slightly 
different 
size 

o Red caps 
o Yellow 

labels 
‘ReaLemon’ 

enough, 
hadn't 
distinguished 
their product 
enough.  
 
 



Australian Consumer Law 
 
STEP ONE: Has person been mislead or deceived?  

i. SAY: X is also prohibited from conduct that is (or is likely) to 
mislead or deceive in trade or commerce: s 18 ACL 
 
If is a breach 

ii. SAY: As an ordinary ‘uninvolved’ consumer (Rosemount, 
Thredbo) would likely think they were buying another business’ 
product  (Rosemount) because _____________ 
a. Court prepared to accept that the public be quite aware of 

character merchandising and therefore consumer likely to assume 
X had a licence OR association with ______ (SA Brewing) 
i. Ie SA Brewing: likely to assume had licence or associated with 

The Simpsons.   
 

iii. SAY: Consumers likely to be mislead or deceived = breach of s 
18 ACL.  

 
If is NOT a breach 

iv. SAY: An ordinary ‘uninvolved’ consumer (Rosemount, Thredbo) 
would NOT think they were buying another business’ product  
(Rosemount), because  
a. CLEARLY LABELED 

i. From different location: Rosemount 
ii. Different brand: Parkdale v Puxu 
iii. Express disclaimer of association (if sufficiently prominent)  
iv. = avoid misleading and deceptive conduct bc destroys any 

suggestion of an association with X brand.   
 

b. DIFFERENT PRICE 
i. for a consumer purchasing an expensive product it was clear…  

1. NOT mislead and deceived that they are getting 
expensive Hill of Grace wine for only $20 (Rosemount) 

2. NOT mislead and deceived that they are getting 
expensive Puxu furniture cheap (Parkdale) 

c. EXPRESS DISCLAIMER 
d. NO MONOPOLY OVER GEOGRAPHICAL PLACE NAME 

(Thredbo) 
 
 
 
 



Case Facts Mislead or 
deceived?  

Why?  

Parkdale v 
Puxu 

Puxu furniture 
designed and 
sold since 
1976.  
 
Parkdale made 
virtually 
identical, but 
cheaper 
furniture.  
 

NO No attempt to mislead or 
deceive as had labeled it 
clearly that it was NOT 
Puxu furniture.  
 
Although there would be 
some uncertainty in minds 
of the public, for a 
consumer purchasing an 
expensive product of 
furniture it was clear when 
you looked at the label 
that it was made by 
Parkdale.  
 
NB: w/o design 
protection, you can do 
this! 
 

Henschke v 
Rosemount 

“Hill of Grace” 
– high priced 
wine, 
significant 
reputation 

 
 
“Hill of Gold” - 
$20-$25 price 
tag 
 

Is someone 
mislead and 
deceived that 
they are getting 
Hill of Grace 
wine for only 
$20?    
 
Was 
Rosemount 
passing off their 
wine? 
 

Would the uninvolved 
person be mislead or 
deceived? NO  
 
Label clearly said it was 
from different place etc.  
 
Trademark also failed.  
 
Hill of Grace from the 
Barossa. Fact that 
Rosemount was from 
Mudgee therefore 
WASN'T misleading and 
deceptive conduct.  
 
 

Kosciuszko 
Thredbo v 
ThredboNet 
Marketing 

Leading of ski 
loding, 2 
competitors.  
 

“whether the 
misconceptions 
or deceptions 
alleged to arise 

NO – not entitled to 
monopoly over use of the 
word ‘ Thredbo’ 
 



 

Use of the 
word 
“Thredbo” in 
domain names, 
company and 
business 
names, and on 
website. 
 
Appellants 
argued the 
word 
“Thredbo” had 
acquired a 
secondary 
meaning 
associated with 
their business 
 

(over use of 
Thredbo by 
ThredboNet 
marketing’ … 
are properly to 
be attributed to 
the ordinary or 
reasonable 
members of the 
classes of 
consumers or 
prospective 
purchasers of 
the relevant 
goods or 
services” [30]  
 

HELD: websites did not 
have the appearance of 
those of the resort 
operator. 

Case Facts Mislead or 
deceived?  

Why?  

20th Century 
Fox v SA 
Brewing

 

Simpsons = 
good Bus 
Rep 
 
SA Brewing 
and Lion 
Nathan 
launched 
“Duff Beer” 
without 
approval 
from the 
producers 
of “The 
Simpsons” 
 
BUT put a 
disclaimer 
saying this 
is NOT 

YES 
 
Consumers likely to 
be mislead or 
deceived and 
assume that SA 
Brewery had a 
licence/association 
of the product with 
“The Simpsons” 
 
 
Express disclaimer 
did not work! 

Simpsons acquired 
substantial Bus 
reputation in Australia 
 
SA brewing’s intention 
was to “sail as close as 
possible to the wind” in 
order to “cash in” on 
the reputation of “The 
Simpsons” = 
misrepresentation! 
 
Court was prepared to 
accept that the public 
be quiet aware in 
relation to character 
merchandising, and 
accept that consumers 
understand licencing 
and can assume that SA 



 
STEP TWO: Who is responsible for misrepresentations? 

 
i. Merely allowing misrepresentation to occur is not enough: 

Google v ACCC 
ii. If an advertiser SAY: X is NOT responsible for these 

misrepresentations because X merely allowed these to occur 
(Google v ACCC) 

 
 
 

associated 
w The 
Simpsons  
 

Brewery was doing this 
under 
license/endorsement 
Ie celebrities putting 
their names to 
something. 
 
 
Not beyond reasonable 
argument that the 
disclaimer would 
reinforce, rather than 
negate, any association 
with the series.  
This is because of the 
satirical nature of the 
program, which makes a 
point of satirizing 
advertisements and 
products, and by saying 
‘not authorized’ might 
seem to be Simpsons-
eque.   

 
 
 



 
STEP THREE: Advantages over action in passing off?  

i. SAY: in this case would be better to being action under ACL 
than passing off b/c:  

a. Able to attack misleading conduct that lacks any association to 
a business reputation (No need to prove business reputation) 

b. Able to attach unauthorised associations to third party 
i. EXAMPLE: if company has unauthorized association w a 

celebrity. 
c. Less importance connected to establishing reputation in the 

area  
d. More flexible REMEDIES  

i. Injunctions, damages 

Case Facts Misleading and 
Deceptive?  

Who was 
responsible?  

Why?  

Google 
v 
ACCC 
 

Advertisers 
used the 
names of 
competitors 
as keywords 
to bring up 
sponsored 
links for the 
advertiser 
and 
competitor’s 
name 
formed part 
of the 
headline of 
the link 
 
 
EXAMPLE: 
“Harvey 
World 
Travel” 
appeared in 
STA Travel’s 
AdWords 
account  
 

YES 
Advertisements 
were 
misleading, for 
using 
competitors 
words  

Google NOT 
responsible for the 
misrepresentations 
made in 
advertisements in 
sponsored links on 
internet search 
engine 
(Notwithstanding 
that Google had 
been suggesting 
this to Advertisers) 
 
Each individual 
advertiser was 
individually 
responsible.  
 

In an 
authorship 
sense, it was 
the 
Advertiser’s 
who was 
responsible 
for the 
content, 
Google was 
just an 
intermediary. 


