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Week 1 

Misinformation Torts (‘Misrepresentative’) 
 

Deceit  
1. D makes a false representation 
2. D lacked an honest belief in its truth 
3. D intended P to rely on the representation 
4. P did in fact act in reliance on the representation 
5. P suffered damage as a result of this reliance – Pasley v Freeman (1789)  

Simpler: 

1. False representation 
j Representations usually take the form of oral or written statements, but can also 

assume the form of conduct 
j ‘Mere silence’ or the ‘mere non-disclosure of material facts’ does not constitute an 

actionable misrepresentation, but there are some circumstances in which silence 
is not regarded as ‘mere’ silence because the defendant has a duty to speak up. 

2. Dishonesty  
j D must make the misrepresentation either (a) knowing that it is false or (b) 

recklessly (realising there is a risk that it is false, but simply not caring) 
3. Intention that P will rely 

j The defendant need not have intended the plaintiff to suffer harm, but must have 
intended the plaintiff to rely upon the false representation.  

4. Reliance 
j P must show that he relied upon D’s false representation. Legal onus of proving 

causation rests upon plaintiff.  
5. Damage and remedies 

j Plaintiff must sustain damage as a result of acting upon the false representation. 
Damage is generally economic.  

Cases: 
j Pasley v Freeman 
j Derry v Peek 
j Krakowski v Eurolynx Properties 
j Commercial Banking Co of Sydney v R H Brown 
j Gould v Vaggelas 
j Eco 3 Capital Ltd v Ludsin Overseas Ltd 

 

Deceit outside the commercial context 
Magill v Magill [2006] 
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Injurious (malicious) falsehood 
An action which embraces a variety of former actions on the case for false words 
disparaging a plaintiff’s goods or business. Injurious falsehood concerned with damaging 
misrepresentations, focuses exclusively on those which disparage a plaintiff’s property or 
business in the eyes of others so as to discourage them from dealing with the plaintiff.  
 
Can link with defamation 
If this is the case, better to sue in defamation  for three advantages: defamation liability is 
strict, whereas injurious falsehood must have P prove malice; in defamation, both the 
falsity of the defamatory statement and damage are assumed, whereas in injurious 
falsehood they must always be proven; and P may recover for any injured feelings 
resulting from a defamatory statement, whereas damages for injurious falsehood may be 
confined to compensating purely economic loss.  
 
 

1. False statement by D concerning P’s goods or business (which disparages the plaintiff’s 
property or business) 

j Onus falls on plaintiff to prove falsity  
j Misrepresentation usually takes the form of an oral or written statement, but 

conduct can also amount to an injurious falsehood 
j A mere statement by D that D’s goods are better than Ps, or ‘highly regarded’ and 

Ps are not, is mere puffery, not regarded as a false statement.  
j False statement when trader goes beyond ‘puffing’ its own goods and instead 

actively denigrates those of its rival 
j Test is whether ‘a reasonable man would take the claim being made as being a 

serious claim’ 
2. Publication of that statement by D to a 3rd person 
3. Malice on part of D 

j Must be some evidence either from the nature of the statement itself or otherwise 
to show that it was published ‘maliciously’  

4. Proof by P of actual damage – Palmer Bruyn & Parker v Parsons (2001) 
j Pecuniary loss, e.g. lost business profits, the cost of advertisements needed to 

correct the falsehood, etc.  

 

j Publication of false statement by D to a 3rd person 
j Concerning P’s goods or business 
j Malice on part of D 
j Proof by P of actual damage 
j Information communicated by D to third party (publication) 
j Identifies P (identification) 
j Contains matter that is defamatory, regardless of whether the material was intentionally 

published or not (defamatory matter) 
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Week 2 – Passing Off 

Unconscionable Conduct 
 

Introduction 
j The second general protection contained in Pt 2-2 of the Australian Consumer Law (ACL) 

relates to unconscionable conduct 
j Inequality often exists in contracts because the supplier holds an advantage over the 

consumer.  

 

 

Duress, Undue Influence and Unconscionability at Common Law and in 
Equity 

 

Duress  

j Duress is illegitimate pressure that induces a person to enter into a transaction, or to enter 
into a transaction on certain terms, when they would not otherwise do so.  

j There are three types of duress: 
o Duress of the person 
o Duress of goods 
o Economic duress 

j Where one of these forms of duress is established, it will render the transaction voidable at 
the option of the victim and expose the person exerting the pressure involved to a claim for 
damages, if (but only if), they have committed a tort or some other compensable wrong, 
such as a contravention of s 18 of the ACL (misleading or deceptive conduct) 

j For a transaction to be voidable on the ground of duress, the person seeking to avoid it 
must establish that they were subjected to illegitimate pressure and that this was at least 
one of the reasons why it was entered into 

j Key element – illegitimate pressure = according to McHugh JA, “pressure will be 
illegitimate if it consists of unlawful threats or amounts to unconscionable conduct”. Types 
of pressure could be: 

o Threats of violence or false imprisonment 
o The wrongful retention of goods or a threat to damage goods 
o The wrongful refusal to perform a contract 
o A trade union black ban 

j On the other hand, merely threatening not to deal with a customer in the future will not be 
regarded as illegitimate pressure 
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Undue influence 

j This is concerned with transactions made whilst one of the parties was subject to the 
influence of another person. The latter may be the other party to the transaction, or a third 
party, and the influence involved may take the form of an ability to dominate or coerce the 
other person, or an ability to influence their decision making through the existence 
between them of a relationship of confidence and trust 

j Is an equitable doctrine 
j Undue influence makes a transaction voidable. The party over whom the influence has 

been exerted has the option of rescinding the transaction and recovering any money or 
property transferred under its terms, or affirming it notwithstanding the conduct complained 
of. Damages are not recovered for undue influence, as such.  

j Burden of proof varies.  

 

Unconscionable conduct 

j In Australian Competition and Consumer Commission v CG Berbatis Holdings Pty Ltd (No 
2) (1999) 96 FCR 491, French J indicated that the concept of unconscionability has two 
different meanings. At the generic level it is the fundamental principle according to which 
equity acts and embraces not just unconscientious exploitation by one person of a serious 
disadvantage of another but also equitable estoppel; relief from forfeiture and penalties. At 
the specific level it is a distinct ground of equitable relief most often associated with the 
unconscientious exploitation of a special disadvantage as in Commercial Bank of Australia 
v Amadio – outline of Amadio on page 263 of textbook. 

j Louth v Diprose (1992) 175 CLR 621 High Court of Australia case – page 267 of textbook  

 

 

Unconscionable Conduct: Part 2-2 of the ACL 
The unconscionable conduct provisions contained in Part 2-2 of the ACL fall into three categories: 

 

1. Section 20 – unconscionable conduct within the meaning of the unwritten 
law of the States and Territories 

Section 20 of the ACL is based on s 51AA of the TPA which prohibited a corporation, in trade or 
commerce, from engaging in conduct that was unconscionable according to the “unwritten law” of the 
States and Territories. Section 20 of the ACL is a general prohibition of unconscionable conduct; that 
is, one that has the potential to apply to all types of transactions and in favour of all types of victims 
unless – because of the expectation created by s 20(2) – the conduct in question is prohibited by s 21 
or s 22. However, it does not alter what is to be recognised as unconscionable conduct. This remains 
governed by the unwritten law.  
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Australian Trade Mark Law 

Passing Off and Consumer Protection 
 

Introduction  

j Passing off has evolved to prohibit a range of unfair trading practices that the infringement 
provisions of registered trade mark law do not address at all 

j Passing off may now be better thought of as a law of ‘unfair competition by 
misrepresentation’, an action that is capable of preventing rival traders from employing 
similar marketing themes or adopting practices that falsely suggest commercial 
association or sponsorship 

j The tort of passing off is designed to prevent a trader from damaging another trader’s 
reputation or goodwill by causing potential customers to associate on trader’s product or 
business with another trader’s where no such connection exists. 

j Passing off entails a defendant misrepresenting his or her own goods or services to the 
public as those of the plaintiff, in a way that is likely to interfere with the plaintiff’s ‘goodwill’ 
in a business (his or her trading reputation)  

 

General principles 

Overview of passing off 

j As a common law action, the key principles of passing off can only be derived from case 
law 

j First, in Ervan Warnink BV v J Townend & Sons (Hull) Ltd Lord Diplock held that it was 
possible to identify five characteristics which must be present in order to create a valid 
cause of action for passing off. They are: 

o A misrepresentation 
o Made by a trader in the course of trade 
o To prospective customers of his or ultimate consumers of goods or services 

supplied by him 
o Which is calculated to injury the business or goodwill of another trader [in the 

sense that this is a reasonably foreseeable consequence] 
o Which causes actual damage to a business or goodwill of the trader by whom the 

action is brought or [in a quia timet action] will probably do so 
j The second test was set out in Reckitt & Colman Products Ltd v Borden Inc where Lord 

Oliver considered that a plaintiff needs to establish three elements to maintain a 
successful action. 

o First, the plaintiff ‘must establish a goodwill or reputation attached to the goods 
or services which he supplies in the mind of the purchasing public by association 
with the identifying “get-up” (whether it consists simply of a brand name or a trade 
description, or the individual features of labelling or packaging).’ 

o Secondly, the plaintiff ‘must demonstrate a misrepresentation by the defendant 
to the public (whether or not intentional) leading or likely to lead the public to 
believe that goods or services offered by him are the goods or services of the 
plaintiff’. 

o Thirdly, the plaintiff must show that it has suffered or is ‘likely to suffer damage by 
reason of the erroneous belief engendered by the defendant’s misrepresentation’. 

j The second test is most regarded in Australian courts, known as the ‘classical trinity’ 



 11 LAWS203                           False and Misleading Conduct and Economic Torts                    

Key provisions of the statutory consumer protection regime 

j It has been established that the prohibition on engaging in misleading or deceptive 
conduct extends to cover cases where the defendant has adopted a sign that may mislead 
consumers as to the origins of goods or services, or has engaged in other forms of 
conduct that would constitute passing off. 

 

Establishing reputation 

j In Lord Oliver’s formulation of the classical trinity in Reckitt & Colman the first requirement 
is that the plaintiff establishes goodwill or reputation attached to the goods or services that 
it supplies.  

j ‘Goodwill’ has been described as ‘the attractive force that brings in custom’ and is 
dependent on the existence of a reputation amongst consumers. Thus goodwill rests on 
reputation and, in Australia, the two can be regarded as synonymous.  

j The existence of a reputation is inseparably linked to the question of whether there has 
been misleading conduct at all. Consider, for example, a consumer who sees two similar 
looking chip packets on a supermarket shelf. If the consumer has become accustomed to 
being able to rely on the get-up of the packet to identify the brand she wishes to purchase, 
a subsequent reader that employs a similar get-up may cause her either to purchase the 
defendant’s chips believing them to be those of the plaintiff, or to believe that the 
defendant’s chips are at least in some way commercially associated with those of the 
plaintiff.  

j The Cricketer Ltd v Newspress Ltd – the plaintiff, an English company, had published for a 
number of years a monthly magazine known as The Cricketer. It mainly contained news 
about cricket in England, with around half a page on Australian cricket. The defendant 
commenced publishing in Victoria a monthly magazine called Cricketer. The plaintiff 
sought an injunction to restrain the defendant from passing off and distributing its 
magazine under the name Cricketer. A major issue was whether the name The Cricketer 
had a distinctive reputation in Victoria, given the small level of sales made in that state. 
The case was dismissed because no proof of actual or likely confusion between the two 
publications was established before the court.  

To what does the reputation attach? 

j It is not enough for the plaintiff to demonstrate that it enjoys a reputation in a general or 
amorphous sense. Ultimately, the plaintiff must be able to demonstrate that there has 
been a misrepresentation that has resulted in the defendant trading off the plaintiff’s 
reputation.  

j This can only be done by showing that the defendant has used some indicia that 
consumers associate with the plaintiff. In turn, this means that the plaintiff must be able to 
demonstrate that its business is known to consumers by means of, or is otherwise strongly 
associated with, some particular indicia, such that the defendant’s use of identical or 
similar indicia will result in consumers being misled.  

j Courts have accepted that a wide variety of indicia can become associated with a 
particular trade source in the minds of consumers. As such, the plaintiff’s reputation can 
attach not only to those types of sign that can be registered as trademarks, but also to 
things such as image, characters and advertising themes 

j One of the key passing off cases remains Reddaway v Banham. For over ten years 
Reddaway had manufactured belting, made chiefly from camel hair, which it sold as 
‘Camel Hair Belting’. In the early 1890s, Banham (a former employee of the plaintiff) 
started making a similar product, also sold as ‘Camel Hair Belting’. Reddaway was 
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eventually successful, even though he could not have registered the descriptive ‘Camel 
Hair Belting’. For many years, passing off (and later the TPA) provided the only remedy for 
a trader that wished to prevent a rival from using a prima facie descriptive term which had 
acquired a secondary meaning.  

j Where the mark is purely descriptive, plaintiffs will struggle.  
j In Hornsby Building Information Centre v Sydney Building Information Centre the plaintiff 

was unable to use s 52 of the TPA to claim an exclusive right to use the term ‘Building 
Information Centre’ in relation to building information services, despite 30 years’ use. 

j Similarly, in McCain International Ltd v Country Fair Foods Ltd the plaintiff was unable to 
show a sufficient reputation in the words ‘Oven Chips’ for its frozen chips.  

j In contrast, in Apand Pty Ltd v The Kettle Chip Co Pty Ltd the Full Federal Court accepted 
that the plaintiff has acquired secondary meaning in ‘Kettle’ as a term distinctive of its 
brand of kettle-cooked chips.  

j While it will always be necessary to provide evidence of reputation when bringing an 
action in relation to an unregistered mark, the more inherently distinctive the mark the 
higher the plaintiff’s chances of success.  

j Protection for the get-up of goods provides a second important are in which passing of and 
the TPA ran ahead of the registered trademarks system.  

j This can be seen in Reckitt & Colman as it involved a claim to reputation in get-up – in that 
case, the yellow, lemon-shaped container in which the plaintiff sold its lemon juice.  

j Passing off protection for product get-up continues to perform an important role in cases 
where the defendant’s goods bear a number of striking similarities to those produced by 
the plaintiff, but where the defendant has not employed a deceptively similar brand name 
or logo on the goods.  

j In Red Bull Australia Pty Ltd v Sydneywide Distributors Pty Ltd the defendant had 
produced an energy drink in cans that bore a striking resemblance in colour, pattern and 
shape to those in which Red Bull is normally sold, although the defendant’s product was 
labelled ‘Live Wire’, a term that had no resemblance to any mark appearing on cans of 
Red Bull. The plaintiff was nevertheless successful in both passing off and under s 52 of 
the TPA.  

j Judicial reluctance means that it is difficult for plaintiffs to secure monopolies of product 
design, illustrated in Parkdale Custom Built Furniture Pty Ltd v Puxu Pty Ltd where three 
out of four members of the High Court held that the plaintiff could not rely on s 52 of the 
TPA to prevent the defendant from selling furniture of a very similar design.  

j There is little question that single colours, sounds, smells and tastes might be protected if 
the plaintiff can demonstrate the requisite level of reputation in the indicia in question. Few 
cases involving these forms of indicia have come before the courts. There are a small 
number of cases dealing with single colour marks, most notably the case between 
Cadbury and Darrell Lea in which Cadbury sought to use passing off and the TPA to claim 
an exclusive right to use the colour purple in relation to the sale and marketing of 
chocolate. There do not appear to be any Australian or UK cases dealings with sounds, 
scents or tastes.  

j In Australia, it is equally well established that passing off and the statutory regime can be 
used to prevent unauthorised ‘personality merchandising’. As early as 1959, in Henderson 
v Radio Corp Pty Ltd two professional dancers well known in New South Wales were able 
to rely on the tort of passing off to restrain the unauthorised use of their image on the 
cover of an album of dance music. The same was found in the case where swimmer 
Kieran Perkins successfully relied on s 52 of the TPA in preventing the use of a 
photograph of him wearing a branded swimming cap in an advertisement.  

j Passing off and the consumer protection regime can play a role in protecting both 
character and personality merchandising; there can now be no question that the reputation 
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embodied in a fictional character, fictional universe or celebrity image is capable of 
protection.  

j The final category of indicia consists of advertising and business themes. This talks about 
the extent to which passing off and the statutory regime can be used to prevent rival 
traders from adopting similar marketing themes and methods when promoting and selling 
their goods or services. The first case to explore this was Cadbury Schweppes Pty Ltd v 
Pub Squash Co Pty Ltd. Since the early 1970s, Cadbury has sold a lemon drink called 
‘Solo’ in greenish-yellow cans featuring a medallion. Cadbury’s intention was to promote it 
‘as a man’s drink fir for, and a favourite with, rugged masculine adventurers. The 
advertising campaign was to stress its masculinity and at the same time to awaken happy 
memories of the sort of squash hotels and bars in the past used to make’ (Lord Searman). 
A series of TV and radio advertisements featuring these themes and related slogans was 
aired in the mid-1970s. In 1975 the defendant started making a similar lemon drink called 
‘Pub Squash’ which it sold in yellow cans with a medallion on the label. The defendant’s 
product was advertised on television using similar ‘heroically masculine’ and ‘nostalgic’ 
themes. Cadbury sued in passing off but was unsuccessful both before the Supreme Court 
of NSW and on appeal to the Privy Council.  

j Recently, in Telstra Corporation Ltd v Royal & Sun Alliance Insurance Australia Ltd, 
Telstra had some success in using these actions to protect the atmospherics of an 
advertising campaign. Telstra run advertisements for the Yellow Pages featuring a 
character looking for a mechanic for his rare car, finally finding some success. Shannons, 
a car insurance company, later ran a series of advertisements for its car insurance 
products, all featuring the same character. Telstra was unsuccessful in arguing that the 
use of the character constituted a misrepresentation. Telstra was therefore unable to 
restrain the defendant’s advertisements featuring the character (which did not involve the 
character using a phone to solve the problem. The only advertisement in respect of which 
Telstra’s action was successful involved the character ringing a number of insurers in an 
attempt to obtain insurance for the car, finally finding success with Shannons. This 
advertisement was distinguished from the others on the basis that it ‘drew on the features 
of [Telstra’s] advertisement that provided “instant recognition, understanding and high 
memorability” 

j It is not necessary to have commenced business activities within the jurisdiction in which a 
passing off action is commenced, provided the existence of a reputation in that jurisdiction 
is proved. In Hansen Beverage Company v Bickfords (Australia) Pty Ltd, Hansen had 
successfully marketed a range of non-alcoholic beverages in the US since 1992. In 2002 it 
launched a new energy drink in a super-sized container, to compete with Red Bull. The 
brand name created for the product was Monster Energy. The product was not sold or 
directly promoted in Australia. Bickfords is an Australian beverage manufacturer based in 
Adelaide. In 2006 it launched a ‘super-sized’ energy drink using the name ‘Monster’, which 
it registered as a trade mark. It also adopted a black can and used a green ‘Monster’ mark, 
the same colours used by Hansen in the US. Both products essentially had the same 
ingredients. Hansen sued Bickfords alleging passing off. At first instance the case was 
dismissed on the basis that Hansen had not established that it had a reputation in 
Australia. Full Federal Court upheld the appeal.  
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How far does the reputation extend? 

j One significant difference between the law of registered trademarks and passing 
off/consumer protection legislation is that where a trademark registration provides an 
Australia-wide monopoly, for these other actions protection is confined to the area in which 
the plaintiff enjoys a reputation.  

j The plaintiff must therefore establish a reputation in the area in which the defendant is 
trading. It is enough that consumers who are encountering the defendant’s operations are 
already aware of the plaintiff’s business.  

j There’s a question of whether for reputation to be there if the trader needs to trade in the 
area or whether a known name in the country is enough. The case for this is ConAgra. 

j In this case the plaintiff, ConAgra Inc., was incorporated in the US and carried on business 
in frozen foods under a number of brand names including ‘Healthy Choice’. It had a 
substantial reputation in this name in the US but had never traded in Australia. McCain, an 
Australian company, applied for trademark registration for the same name. The Full 
Federal Court held that no trading presence was required to bring an action in passing off, 
nor was there a requirement of business activity. The issue was simply whether a 
‘substantial number’ of likely consumers could be said to be aware of the foreign company.  

j In rare cases it is possible for a reputation/goodwill to be owned by a number of traders 
collectively. In J Bollinger v Costa Brava Wine Co Ltd the defendant imported sparkling 
wine from Spain and marketed it in the United Kingdom. It was described as ‘Spanish 
Champagne’. The plaintiffs, Bollinger and 11 other producers of wine from the Champagne 
district in France, sought an injunction restraining the sale of the wine relying upon passing 
off. The plaintiffs alleged that the public would be deceived into thinking that the Spanish 
wine was the wine with the great reputation made in the Champagne district. It was held 
that by using the term ‘Champagne’ the defendant was damaging the plaintiff’s goodwill. 
An injunction was granted.  

Temporal considerations 

j It is clear that the plaintiff’s reputation is to be assessed at the time the defendant’s 
conduct commenced 

j Two further temporal issues in relation to reputation are important 
j First, there is the question of whether a plaintiff can bring an action based on reputation 

acquired by virtue of pre-trade advertisements and publicity alone. In Fletcher Challenge it 
was held that wide publicity of a merger between a number of businesses served to create 
a reputation in the new entity prior to trade commencing.  

j A second consideration is what happens after a party ceases trading. Common sense 
dictates that a reputation does not dissipate the moment that trading ceases and that 
consumers may continue to be misled where a third party commence trading under a sign 
similar to that used by a defunct business. This was the case in Ballarat Products Ltd v 
Farmers Smallgoods Co Pty Ltd, whereby the plaintiff and its predecessor in title had for 
many years traded under the mark ‘Farmers’ for smallgoods. Seven years after the plaintiff 
ceased trading it was able to prevent a defendant producing the same food stuffs under 
the name Farmers Smallgoods Company Ltd.  

Establishing reputation 

j It will be for the plaintiff to demonstrate sufficient reputation to ground its action for passing 
off or breach of the prohibition on engaging in misleading or deceptive conduct. 

j In order to establish a reputation, plaintiffs will generally point to their volume of sales, the 
extent of their advertising; and advertising expenditure, the length of time they have been 
trading and the geographical extent of their trade.  


